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REMARKS 

It is noted with appreciation that claims 1-19 have been allowed and 
objections were raised against claim 20 and the Abstract. The above amendments are 
believed to alleviate these objections. 

It is also noted that the Declaration has been alleged to be defective. 
The allegation is respectfully traversed. It is respectfully contended that the 
Declaration as originally submitted is not defective. Please see OG Notices 1 135 O.G. 
13-25 Comment 38 and its Reply as well as 1138 O.G. 37-41 which states that 
"Declaration forms acceptable under the rules in effect prior to the change effective 
March 16, 1992 will continue to be acceptable under the new rules." It is believed that 
this procedure is still in effect and has never been contraverted or overruled. 

For your convenience, attached are copies of both notices as Exhibits A 
and B. As such, it is requested that the objection to the Declaration mailed with the 
ExParte Quayle Office Action be withdrawn. 

It is believed that the Declaration conformed to the rules prior to March 
16, 1992 and thus should be acceptable under the present rules and regulations. 

It is believed that no fee is due with the submission at this time; 
however, if the Patent Office determines othenA/ise, it is hereby authorized and 
respectfully requested that it be charged to our Account No. 50-0852. 
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As such, it is now believed that the case is in condition for allowance and 
early notification of such allowance is earnestly solicited. 



Respectfully submitted, 
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NOTICES 



Jannary 9, 1992 



1135 O.G. 13-25 January 9, 1992 

Riteat and IVadanark Onke 37 CFR Ftarta 1 and 10 
(Docktt No. 910764-1306] 
RIN:0651-AA27 
Duty of DlKloaane 

Agency: Patent and lYademaik Office, ComiiKice 
AcHat: Notice of final nileniakiqg. 

Summary: lliel^ttem aid lYadeimDk Office (Office) is ameml 
in patent cases to (1) clarify the duty of discloisuiie for infimhation required to be submitted 
to the Office: (2) provide flexible time limits for submitting information disclosure 
statemnits including die requirement for a fiee in certain cases; (3) eUminate consideration 
of duty of disclosure issues by the Office except in disciplinary and inteiferenoe 
proceedings, and under otter limited circumstances; and (4) eliminate tte striking of 
patent applications whidh are impgroperiy executed. The Office ftartfier is amending die 
Patent and Itademark Office Code of Professional Responsibility to define as misconduct 
a ftlhire ID comply widi the niles on duty of disclosure. The rales as adopted strike a 
balance between die need of die Office to obtahi and consider all known relevant informa- 
tion pertaining to patentabiliQr before a patent is granted and die desire to avoid or 
nunfanize umecessary complications fai dw enforcement of patents. 
^ecave Date: March 16, 1992. These rules will be applicable Co aU appUcanls and 
recMmination proceedings pending or filed after die effective date. 
For Further lnfi>rmation Ccntact: By telephone Oiailes E Van Hom (703-30S-90S4) 
or J. Michael TTiesr (703-305-9384) or by maU addressed to Cbmmissioner of Patents 
and Trademaiks. Washington. DC 20231. and marked to die attention of Charles B. Van 
Hom (Qysial Paric 2— room 919). 
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Reply: No modifieation to $ 1.56(c)(3) is needed since $ 1.56 sets 
forth that only individuals who are assoeiated with the filing and 
prosecution of a patent application have a duty of candor and good 
faith, including a duty to disclose to the Office all information known 
to be material to patentability. 

CammefU 36, One comment stated tliat proposed $ 1.56(d) should be 
revised to expressly allow an inventor to satisi^ the duty by disclosing 
information to the practitioner who prepares or prosecutes the 
applieation so that redundant information disclosure statements will 
not be required from both the inventor and the attorney or agent. 
Reply: The suggestion in tlie comment is not adopted since the duty 
as described in % 1.56 will be met as long as the information in 
question was cited by the Office or submitted to the Office in the 
manner prescribed by $$ 1.97(b)-(d) and 1.98 before issuance of the 
patent. Statements from both an inventor and the practitioner are 
not required to be submitted. 

Comment 37. One comment stated that proposed $$ 1.52(c) and 
1.67(c) should be jnodified to either (1) expressly permit alterations 
to be made in an application subsequent to the signing of the oath 
or declaration if a supplemental oath or declaration is later submitted, 
or (2) more property, prohibit such alterations since if alterations are 
desirable, they can be made and the applieation can be filed with an 
unsigned oath or declaration. Another comment stated that willfully 
filling out false oaths should never be condoned. 
Reply: The Office does not condone willfully filling out false oaths. 
Further, % 10.28(c)(ll) indicates that the Office considers it miscon- 
duct for a practitioner to knowingly file or cause to be filed an 
application containing a material alteration made after the signing 
of an accompanying oath or declaration without identifying the 
alteration. The Office will not consider striking an application in 
which an alteration was made, but a supplemental oath or declaration 
is required to be filed in an application containing alterations made 
after the signing of the oath or declaration. 

Comment 38. One comment stated that the implementation of pro- 
posed $$ 1.6S(b)(8) and 1.175(a)(7) allows for a two-month delay in 
the deadline for requiring declarations complying therewith. 
Reply: The averments in oath or declaration forms presenUy in use 
that comply with the previous § 1.63 or § 1.175 will also comply with 
the requirements of the new rules. Therefore, the Office will continue 
to accept the old oath or declaration forms as complying with the new 
rules. 

Comment 39. Five comments questioned the need for the proposed 
rules since statistics show that information disclosure statements are 
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NOTICES 



Aprfl 20, 19» 



1138 37-41 



April 20, 1992 



Implemenlatloii of Rules on Inrormatfam 
Disclosure Statements 



New mtes on the duty of disclosuie and infoimation disclosure statementSt effective 
March 16, 1992, were published in the Fetkntl Regbier ut 51 FR 2021 (Jan. 17, 1992) 
and in the Official Gazette at 1 135 Off. Oaz. Pat Office 13 (Feb. 4, 1992). 

The procedures for handliqg information disclosure statements (37 CFR 1.97 and L98) 
win be set foifh in Section 609 of the Manual of Patent Examining Procedure (MPEP). 
A copy of the instructions being given to examiners for handling infomiation disclosure 
statements under the new rules is being published for the benefit of the public. Also being 
published is a sample declaration form which incorporates language conformhig to the 
amendment to 37 CFR 1.63 contained in the new rules. Declaration forms acceptable 
under the rules in effect prior to the change effective March 16, 1992, will continue to 
be acceptable under the new niles. 

Ihe Offlce is considering changing its policy regarding the printing on patents of 
citations of infomiation considered in patent applications. The proposed change will not 
affect consideration by die examfaier of infomuttion submitted to die Office m compliance 
with 37 CFR 1.97(bHd) and 1.98. Hie proposed change affiects only the information 
printed on the patent. Presently, as set forth in the last paragraph of the mstructions which 
follow, information properly submitted by applicant and considered by the examiner will 
be printed on the patent along witti the references cited by the examiner in Office actions. 
It has been suggested that it would be more helpful to the Office and to die public in 
using a patent for future search purposes if only the references cited and/or relied upon 
by die examhier in OfiBoe actions were listed on the printed patent Alternatively, it has 
been suggested that die references listed on a patent be differentiated as to whether they 
were cited and/or relied on by the examiner or cited by applicant but not relied on by 
the examiner. Hie OfBce has a preference for die option diat lists only the information 
eited and^or relied on by the examiner because it reduces printmg costs (some citations 
by applicants now add several additional pages to the patent grant) and minimizes 
processing problems associated widi correcting incomplete or inaccurate citations before 
the patent is printed. Public comment on these proposals is welcomed and should be 
directed to J. Michael Thcsz (703-305-9384) or by mail directed to Mr. Thesz in die 
Office of die Assistant Commissioner for Patents. Comments should be received before 
May 29, 1992. 
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April 20, 1992 HARRY P. MANBBCK. Jr. 

AmstafU Secretary and Conmissio^er 
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Proeening of Informaiion Diselosure Statements 
Under the New Rules Effeetive Marob 16, 1992 

Applioants and other individuals substantively involved with tlie 
preparation and/or proseoution of a patent application have a duty 
to submit to the Office information which is material to patentability 
aa defined in 87 CFR 1.56. These individuals also may want the Office 
to eonsider information for a variety of other reasons, e.g.» without 
first determining whether the information meets any particular 
standard of materiality, or because another patent office considered 
the information to be relevant in a oounterpart or related patent 
application filed in another country, or to make sure that tlie examiner 
has an opportunity to consider the same information that was consid* 
ered by the individuals that were substantively involved with the 
preparation or prosecution of a patent application. 

An information disclosure statement filed in accordance with the 
provisions of 37 CFR 1.97 and 1.98 provides the procedure available 
to an applicant to submit information to the Office so that information 
will be considered by the examiner assigned to the application. The 
requirements for the content of a statement have been simplified in 
the new rules effective March 16, 1992, to encourage individuals 
as&oeiated in a substantive way with the filing and prosecution of a 
patent application to submit information to the office so the examiner 
can determine its relevance to the claimed invention. The procedure 
for submitting an information disclosure statement under the new 
rules are designed to encourage individuals to submit information to 
the Office promptly. 

In order to have information considered by the Office during the 
pendency of a patent application, an information disclosure statement 
in compliance with 87 CFR 1.98 as to content must be filed in 
accordance with the procedural requirements of 37 CFR 1.97. The 
requirements as to content are discussed in A below. The require- 
ments based on the time of filing the statement are discussed in B 
below. Examiner handling of information disclosure statement is 
discussed in C below. 

The Office has set forth the minimum requirementa for information 
to be considered in 87 CFR 1.97 and 1.98. Once the minimum 
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